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DETAILED ACTION 

Claims 1-16 are pending. 

Information Disclosure Statement 

References cited in the Information Disclosure Statement, filed on 1/9/2004, are 
made of record. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1.56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 
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consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 1-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Getman et al., US 6,143,788. 

Getman et al. teaches several bisaminoacid hydroxyethylaminosufonamides 
compounds as retroviral protease inhibitors for treating HIV infection, which include 
instant compounds. See column2, formula 1 and note the definition of various variable 
groups R 1 , R 2 , R 3 , R 4 , R 10 , R 11 , R 12 and R 13 . Especially note when R 12 is H, R 13 is 
araalkyl or heteroarylalkyl, compounds taught by Getman et al. includes instant 
compounds. Also note the R 12 and R 13 choices include isoprpopyl and various araalkyl 
and heteroarylalkyl as shown in column 6. See column 6 through102 for various 
preferred embodiments, schemes for making and examples of compounds made. See 
also Table 2-16 shown in column 102-286. Especially see Table 3B, 3D, 3F, 3H, 4B, 
4D, 4F, 4H, 5B, 5D, 5F, 5H, 6B, 6D, 6F, 6H, 7B, 7D, 7F and 7H for various aralkyl and 
heteroarylalkyl compounds as required by the instant claims. 

Instant claims require a two methyl groups on the carbon attached to R 1 . Getman 
et al. differs from the instant claims in exemplifying such compounds. 

However, Getman et al. teaches equivalency of those compounds taught in the 
Tables 2-16(column 102-286) with those generically recited in pages 2-6. 

Thus it would have been obvious to one having ordinary skill in the art at the time 
of the invention was made to make compounds using the teachings of Getman et al., 
including the carbon bearing the aryl groups or heteroaryl groups to have two methyl 
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groups as required by the instant claims and expect resulting compounds to possess 
the uses taught by the art in view of the equivalency teaching outline above. 

Double Patenting 

Claim 12 is objected to under 37 CFR 1.75 as being a substantial duplicate of 
claim 13. When two claims in an application are duplicates or else are so close in 
content that they both cover the same thing, despite a slight difference in wording, it is 
proper after allowing one claim to object to the other as being a substantial duplicate of 
the allowed claim. See MPEP § 706.03(k). Claim 12 recites a mode of action of the 
compound of formula I and its administration to patient in need of. The net result is 
treating HIV infection in such patients. There is no material difference whether the 
compound is administered to treat HIV infection or for inhibiting HIV infection. Hence 
claim 12 is a duplicate of claim13. 

Conclusion 

Any inquiry concerning this communication from the examiner should be 
addressed to Venkataraman Balasubramanian (Bala) whose telephone number is (571) 
272-0662. The examiner can normally be reached on Monday through Thursday from 
8.00 AM to 6.00 PM. The Supervisory Patent Examiner (SPE) of the art unit 1624 is 
James O. Wilson, whose telephone number is 571-272-0661. The fax phone number for 
the organization where this application or proceeding is assigned (571) 273-8300. Any 
inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (571) 272-1600. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAG. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-2 17-9197 (toll-free). 
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